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(C) Real Party in Interest 

The Applicants (hereinafter "Appeiiants"), individuals, are the real parties in 
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(D) Related Appeals and Interferences 

This case was previously appealed to the Board of Appeals. That appeal was docketed to 
Appeal 2009-004309 and was decided on September 2, 2009. A copy of the decision is attached 
under Appendix (x). 
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(Ei) Status of Claims 

Claims 21. to 40 are pending, stand rejected and are on appeal. 

The claims on appeai are set forth in the attached Appendix. Claim 2 i is an independent 
method claim and claims 22 to 30 from claim 21 . Claim 31 is an independent system claim and 
claims 32 to 39 depend from claim 3 1 , 
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(F) Status of Amendments 

No amendments were filed subsequent to final rejection. 



6 



SN30086253 rincOOOi 
(G) Summary of Claimed Subject Matter 

This application claims an aspect of an invention relating to a processing center method 
and system for communication between a pharmacist and a prescribing physician. Prior art 
systems and methods (prior to Appellants' March 1, 2002 filing date) permitted a physician to 
enter a prescription into a processing center for retrieval and fulfillment by a pharmacist 
However, the prior art systems were limited in that the pharmacist could only reply to the 
physician prescription by a confirming "yes" that the prescription was filled. 

There are instances where a pharmacist should properly exercise a brand or dosage 

discretion in filling a prescription. For example in instances, a pharmacist may fill a prescription 

with a generic rather than a prescribed name brand or with a dosage that is equivalent but 

different from prescribed dosage, e.g. 20 pills at half strength for 10 prescribed pills at full 

strength). A pharmacist should report this discretion exercise to the prescribing physician via the 

processing system. However, prior art "yes" methods and systems did not provide for entering a 

filled description into a processing system that was different with respect to brand or dosage from 

a prescribed prescription. 

The present claimed invention, relates to a processing center method and processing 
center system for a pharmacist to communicate "back and forth" with the physician with respect 
to brand or dosage. 

Current method claims 21 to 30 claim "entering [a] filled and different medication brand 
or dosage into [a] processing center [12] in fulfillment of [a] prescribed prescription" (the new 
method recitation) and current system 10 claims 31 to 40 claim a processing center [12] that 
"accepts filled prescription information through the network from the pharmacist 20 in 
fulfillment of the prescribed information but that differs in at least one respect from medication 
brand or dosage of the prescribed prescription information" (the new system recitation). 
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(H) Grounds of Rejection to be Reviewed on Appeal 
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The issues on appeal are (1) whether the subject matter of claims 2 1 to 22, 27 to 32 and 37 
to 40 would have been obvious under 35 U.S.C. 103(a) over Denny Publication 200401071 17 
dated June 3, 2004, filed November 25, 2003 ("Denny") and Borsand et ai. Publication 
20030074225 dated April 17, 2003 ("Borsand") and whether the subject matter of claims 23 to 
26 and 33 to 36 would have been obvious under 35 U.S.C, 103(a) over Denny, Borsand and 
Keresman III, et al. Publication 200! 004728.1 ("Keresman"), 
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(I) Argument 

Claims 21 to 40 are pending. This is an appeal from an office action mailed April. 27, 
2010 finally rejecting claims ] to 40. 

This Application was filed March 1, 2002. A September 2, 2009 Board of Appeals 
decision upheld a final rejection rejecting claims under 35 U.S.C. § 103(a) over Denny 
20040 107117 ("Denny") and Borsand et ai. 20030074225 ("Borsand") and rejecting claims under 
35 U.S.C. §103 (a) over Denny, Borsand and Keresman 111, et al. ("Keresman"). Appellants filed 
an October 30. 2009 Amendment after Final with RCE to cancel ail. claims and substitute the 
presently pending new claims 21 to 30 to a "prescription fulfillment method" and claims 3 1 to 40 
to a "prescription fulfillment system." 

The April 27, 2010 Final Rejection rejected claims 21 to 22, 27 to 32 and 37 to 40 under 
35 U.S.C. 103(a) over Denny Publication 2004/0107117 dated June 3, 2004 (Denny) and 
Borsand et ai. Publication 20030074225 dated April 17, 2003 (Borsand) and rejected claims 23 to 
26 and 33 to 36 would have been obvious under 35 U.S.C. 103(a) over Denny, Borsand and 
Keresman 111, et al. Publication 2001 10047281dated November 29, 2001 (Keresman).. 

These rejections are the only issues in this Appeal. Appellants' arguments in this appeal 
are that the references do not make out a prima facie case of obviousness of the claimed 
invention and the Denny publication is not prior art. 

(1) THE REFERENCES FAIL TO ESTABLISH PRIMA FACIE OBVIOUSNESS 

During patent examination, the PTO bears an initial burden of presenting a prima facie 
case of unpatentability. In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 
1992); In re Piasecki, 745 F. 2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984). TheMPEPis 
in accord: "To establish a prima facie case of obviousness... the prior art reference (or references 
when combined) must teach or suggest all the claim limitations," MPEP 2143. 

To make out a prima facie case of obviousness, the PTO must show in the references (by 
column and line) the teaching that purportedly renders the invention obvious. See In re 
Rijckaerf, 28 USPQ2d 1955, 1957 (Fed.Cir. 1993). If the PTO cannot point to express 
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statements or implied suggestions of the claimed method or system invention in Borsand or 
Denny (the references applied to the independent claims 21 and 3 1) then the rejections must be 
withdrawn. See In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 

Appellants have argued that the cited references, Denny, Borsand and Keresman, do not 
teach or suggest the claims limited to the new method recitation and do not teach or suggest the 
claims limited to the new system recitation. T 

At page 7, in response the Final Rejection states: 

... as is evidenced by Borsand et al., it is well known in the prescription 
fulfillment art for the pharmacist to record or enter into a database, information 
i . 1 ? spec ! cs of a filled prescription including cost, drug type, and 
quantity administered to the patient. Accordingly, Borsand et al. teach a method 
wherein said filled prescription data includes information for said presented 
pharmaceutical type and said presented quantity and "wherein the filled 
prescription is different from the retrieved prescription in respect of at least one or 
medical brand and dosage..." (Borsand et al.; paragraphs [0005] [0040] [0056] 
[0064] [0086] [0118] *see electronic representation of filled prescription). 

Appellants have searched Borsand for the text material quoted by the Final Rejection. 
There is no such text. 

Further, Appellants have reviewed Borsand paragraphs [0005], [0040], [0056], [0064], 
[0086] and [01 18] for any teaching or suggestion of a pharmacist "entering [a] filled and different 
medication brand or dosage into the processing center in fulfillment of [a] prescribed 
prescription..." (new method recitation). No such teaching or suggestion appears. Appellants 
have reviewed Borsand paragraphs [0005] [0040] [0056] [0064] [0086] [0 1 1 8] for any teaching 
or suggestion of a processing center that "accepts filled prescription information through the 
network from the pharmacist in fulfillment of the prescribed information but that differs in at 
least one respect from medication brand or dosage of the prescribed prescription information" 
No such teaching or suggestion appears. 

Borsand paragraph [0005] relates to the desirability of a variety of management systems 
and functionalities, none of which relate to communication of an exercised pharmacist's 
discretion. 
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Paragraph [0040] relates io an old system that permits a variety of manipulations by 
"payor 60, PBM 50, pharmacy 40 and provider." Te paragraph [0040] Fig. 1 description teaches 
away from the current invention by specifying that the "provider 30 may receive a quick phone 
call from a pharmacy 40 after the provider 30 has issued a prescription 28 to confirm a 
prescription 28...." See W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 3540, 220 USPQ 
303 (Fed. Cir. 1983), cert, denied. 469 U.S. 851 (1984). The paragraph [0040] only describes an 
old system prior to Appellants' invention of the claimed method and system that provide for a 
pharmacist" entering [a] filled and different medication brand or dosage into the processing 
center in fulfillment of [a] prescribed prescription..." 

Paragraph [0056] relates to a communications system between a "reimbursement 
subsystem and pharmaceutical subsystem." Paragraph [0056] has nothing to do with the 
pharmacist/physician communications of the new method recitation or the new system recitation. 
The described system "reduce(s) the time pharmacists 40 and providers 30 spend trying to call 
each other on the phone to clarify or remedy prescription discrepancies" but does not teach or 
' est any pharmacist/provider processing system. The pharmacist has no communication 
access to the provider except for a yes/no fulfillment 

The prescription detail described at paragraph [0064] relates to provided input. Paragraph 
[0064] and the prescription detail have nothing to do with pharmacist access to a provider and is 
not relevant to the claimed pharmacist/provider processing system. 

Paragraph [0086] has to do with the disposition of prescriptions that are ''"not sent 
electronically through the system," (emphasis added). The input information is provided by a 
provider and is not information "different from the retrieved prescription," claim 2 1 and not that 
"differs... from the prescribed prescription information" (claim 31). 

Paragraph [0118] only relates to a provider modifying a prescription. It has nothing to 
do with a pharmacist "entering [a] filled and different medication brand or dosage into [a] 
processing center in fulfillment of [a] prescribed prescription" (new method recitation). It has 
nothing to do with a processing center that "accepts filled prescription information through the 
network from the pharmacist in fulfillment of the prescribed information but that differs in at 
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ieast one respect from medication brand or dosage of the prescribed prescription information" 
(the new system recitation). 



No teaching or suggestion appears of a pharmacist "entering [a] filled and different 
medication brand or dosage into [a] processing center in fulfillment of [a] prescribed 
prescription" (new method recitation). No teaching or suggestion appears of a processing center 
that "accepts filled prescription information through the network from the pharmacist in 
fulfillment of the prescribed information but that differs in at least one respect from medication 
brand or dosage of the prescribed prescription information" (the new system recitation). The 
references do no make out a prima facie case of obviousness, "entering [a] filled and different 
medication brand or dosage into the processing center in fulfillment of [a] prescribed 
prescription" (the new method recitation). The rejection of claims 2 3 to 22, 27 to 32 and 37 to 40 
under 35 U.S.C. 1 03(a) over Denny and Borsand and the rejection of claims 23 to 26 and 33 to 36 
over Denny, Borsand and Keresman under 35 U.S.C. 103(a) must be withdrawn. 

2. DENNY IS NOT PRIOR ART 

The Denny reference is a publication that was published on June 3, 2004, filed November 
25, 2003. The current application was filed on March 1, 2002. Prior art for the purpose of 35 
U.S.C. §103 (a) is defined by 35 U.S.C. §1 02. Denny is not prior art to the instant March 3, 2002 
filing. 35 U.S.C. §102 does not admit of a subsequently filed and published document as prior 
art. The rejections must be withdrawn. 
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3, CONCLUSION 

For all of the above reasons, Appellant respectfully request this Honorable Board to 
reverse the 35 U.S.C. §1 03(a) rejections of claims 21 to 22, 27 to 32 and 37 to 40 under 35U.S.C. 
§ 103(a) over Denny and Borsand and the rejection of claims 23 to 26 and claims 33 to 36 under 
35 U.S.C. 1 03 (a) over Denny, Borsand and Keresman. 



Respectfully submitted. 




Lancaster, Pennsylvania 
(Z. Oct 2010 



Philip D. Fra'edman 
Reg. No. 24 5 H63 
Philip D. Freedman PC 
PTO Customer Number 25 101 
3449 Drake Lane 
Lancaster, Pennsylvania 17601 
717 490-6245 
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(J) Claims appendix 

21 . A prescription fulfillment method, comprising: 

entering an unfilled prescription prescribed by a physician or medical service provider 
into a processing center wherein the prescribed prescription comprises at least medication brand 
or dosage; 

retrieving the unfilled prescription from the processing center; 

filiing the prescribed prescription by a pharmacist, wherein the filled prescription is 
different from the retrieved prescription in respect of at least one of medication brand and 
dosage; 

entering the filled and different medication brand or dosage into the processing center in 
fulfillment of the prescribed prescription for review by the prescribing physician or medical 
service provider. 

22. The method of claim 2 3 , further comprising comparing the different medication 
brand or dosage of the unfilled prescription with the filled and different medication brand or 
dosage and generating a warning of the different medication brand or dosage . 

23 . The method of claim 2 1 , wherein the method comprises authenticating the identity 
of the physician or medical service provider by a biometric identifier prior to entering of the 
unfilled prescription. 

24. The method of claim 2 i , wherein the method comprises authenticating the identity 
of the physician or medical service provider by voice imprint or fingerprint identifier prior to 
entering of the unfilled prescription. 

25. The method of claim 2 1 , comprising authenticating the identity of the pharmacist 
by a biometric identifier prior to retrieving the unfilled prescription. 

26. The method of claim 2 1 , comprising authenticating the identity of the pharmacist 



14 



SN 10086253 rincOOOI 
by voice imprint or fingerprint identifier prior to retrieving the unfilled prescription. 



27. The method of claim 21, comprising registering medical service professionals 
authorized to access a database associated with the processing center. 

28. The method of claim 21, wherein entering the filled and different medication 
brand or dosage generates a warning signal to the prescribing physician or medical service 
provider. 

29. The method of claim 21, wherein entering the filled and different medication 
brand and dosage generates a warning signal to an insurance company. 

30. The method of claim 21, wherein the processing center is accessed by the 
physician, medical service provider or pharmacist by a telecommunications link. 

31. A prescription fulfillment system, comprising: 

a processing center that receives prescription information comprising medication brand or 
dosage prescribed by a physician or medical service provider and wherein the processing center; 
and 

an associated communications network that is accessed by a pharmacist for retrieval of 
the prescription information; 

wherein the processing center accepts filled prescription information through the network 
from the pharmacist in fulfillment of the prescribed information but that differs in at least one 
respect from medication brand or dosage of the prescribed prescription information. 

32. The fulfillment system of claim 3 1 , wherein the processing center compares the 
different medication brand or dosage of the filled prescription with the prescribed medication 
brand or dosage and generates a warning of the different medication brand or dosage . 

33. The fulfillment system of claim 3 1 , wherein the processing center authenticates an 
identity of the physician or medical service provider by a biometric identifier prior to entering of 
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the prescribed medication brand or dosage. 

34. The fulfillment system of claim 3 1, wherein the processing center authenticates an 
identity of the physician or medical service provider by voice imprint or fingerprint identifier 
prior to entering of the prescribed med ication brand or dosage. 

35. The fulfillment system of claim 3 1, wherein the processing center authenticates an 
identity of a pharmacist by a biometric identifier prior to the pharmacist access. 

36. The fulfillment system of claim 3 1 , wherein the processing center authenticates an 
identity of a pharmacist by a by voice imprint or fingerprint identifier prior to the pharmacist 
access. 

37. The fulfillment system of claim 31, wherein the processing center registers 
physicians or medical service professionals authorized to accessing the processing center. 

38. The fulfillment system of claim 31, wherein the processing center generates a 
warning signal to a physician or medical service provider when filled and different medication 
brand or dosage is entered into the processing center by the pharmacist. 

39. The fulfillment system of claim 31, wherein the processing center generates a 
warning signal to an insurance company when filled and different medication brand or dosage is 
entered into the processing center by the pharmacist. 

40. The fulfillment system of claim 3 1 , wherein the processing center is accessed by 
the physician or medical service provider or by an insurance company by a telecommunications 
link. 
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(K) Evidence appendix 
None 
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(L) Related proceedings appendix 

Attached is the decision on appeal in Appeal 2009-004309 
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UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Ex parte BARBARA A. RINCAVAGE and CYNTHIA E, RINCAVAGE 



Appeal 2009-004309 
Application 10/086,253 
Technology Center 3600 



Decided: September 2, 2009 



Before HUBERT C. LORIN, JOSEPH A. FISCHETTI, and 
KEVIN F. TURNER, Administrative Patent Judges. 

TURNER, Administrative Patent Judge. 



DECISION ON APPEAL 



STATEMENT OF CASE 
Appellants seek our review under 35 U.S.C, § 134 of the Final 
Rejections of claims 1-6 and 8-20. We have jurisdiction under 35 U.S.C. 
§ 6(b). 
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SUMMARY OF THE DECISION 

We AFFIRM. 5 

THE INVENTION 

Appellants' claimed invention relates to a method for tracking the 
proper execution of a medical prescription from the time it is prescribed by a 
physician to the time it is filled by a pharmacist and received by the recipient 
in the pharmacy. (Abstract). 

Independent claim 12, which is deemed to be representative, reads as 
follows: 

12. A method of verifying changes made by a 
pharmacist to medical prescriptions to reduce fraud and 
mistake in the filling of medical prescriptions, said 
method comprising the steps of: 

entering unfilled prescription data into a secure 
database, wherein said unfilled prescription data 
corresponds to a patient's unfilled prescription for at least 
one pharmaceutical; 

retrieving said unfilled prescription data from said 
database at a pharmacy; 

having a pharmacist at said pharmacy fiJl said 
unfilled prescription, wherein said pharmacist exercises- 
discretion to alter said prescription so that the filled 
prescription varies from said unfilled prescription data; 

entering filled prescription data into said database, 
wherein said filled prescription data identifies said at 



1 Our decision will make reference to the Appellants' Appeal Brief ("Br.," 
filed Mar. 14, 2008) and the Examiner's Answer ("Ans.," mailed Apr. 04, 
2008). 
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least one pharmaceutical and volume actually provided 
by said pharmacist as said filled prescription; 

comparing said filled prescription data to said 
unfilled prescription data to identify discretion exercised 
by said pharmacist; and 

generating a warning if said discretion exercised 
by said pharmacist is unjustified. 

THE REJECTION 
The prior art relied upon by the Examiner in rejecting the claims on 
appeal is; 

Keresman, III et al. ("Keresman") 2001/0047281 Al Nov. 29, 2001 
Borsand et al. ("Borsand") 2003/0074225 Al Apr. 17, 2003 

Denn y 2 2004/01071 17 Al Jun. 03, 2004 

The Examiner rejected claims 1-6, 8-9, and 12-18 under 35 U.S.C. 
§ 103(a) as being unpatentable over Denny in view of Borsand, 
Additionally, claims 10-11 and 19-20 are rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Denny, Borsand and Keresman, 

Rather than repeat the arguments of Appellants or the Examiner, we 
make reference to the Brief and the Answer for their respective details. 
Only those arguments actually made by Appellants have been considered in 
this decision. Arguments that Appellants did not make in the Brief have not 
been considered and are deemed to be waived. See 37 C.F.R. 
§41.37(c)(l)(vii). 



' For clarification, U.S. Pat. App. Pub. No. 2004/01071 17 is properly spelled 
Denny. 
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ISSUES 

1. Have Appellants shown Examiner erred in rejecting Claims 1-6, 8-9 
and 12-18 under 35 U.S.C. § 103(a) as being unpatentable over Denny and 
Borsand? 

2. Have Appellants shown that Examiner erred in rejecting Claims 10- 
11, and 19-20 under 35 U.S.C. § 103(a) as being unpatentable over Denny, 
Borsand and Keresman? 

FINDINGS OF FACT 

The record supports the following findings of fact (FT) by at least a 
preponderance of the evidence. In re Caveney, 761 F.2d 671, 674 (Fed. Cir. 
1985) (explaining the general evidentiary standard for proceedings before 
the Office). 

Facts Related to Claim Construction 

1. The disclosure contains no lexicographic definition of "justifiable" 
or "unjustifiable. " 

2. The ordinary and customary meaning of "justifiable" is "to show to 
be right or valid. " J Accordingly, "unjustifiable" is to show to be wrong or 
invalid. 

3. The disclosure contains no lexicographic definition of "discretion." 

4. The ordinary and customary meaning of "discretion" is "freedom or 
power to act or judge on one's own." 4 



3 Webster's II Dictionary 392 (3d ed. 2005). 

4 Webster's II Dictionary 207 (3d ed. 2005). 
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Denny 

5. Denny is directed to "a prescription verification system [which] . . . 
receives prescription information including a prescribed drug intended to 
treat a condition associated with a patient." ([001 01), 

6. Denny describes prescription information as "a dosage level for the 
prescribed drug, the drug label contents and any applicable notes to be 
included on the bottle, a unique health care provider code identifying the 
health care provider who input the prescription information, and a patient 
code uniquely identifying the patient." ([0010]). 

7. The pharmacist enters a unique code identifying a prescription 
identifying the patient, the patient prescription information is received by the 
pharmacy system from the host, and the prescription is filled by the 
pharmacist. Subsequently, a confirmation code indicative of a prescription 
being filled is entered into the system by the pharmacist and sent to the host. 
([0041]). 

8. The system determines whether or not the data received are valid 
based upon querying the prescription database. When the information 
received from the pharmacy system corresponds to prescription information 
maintained in the host system, a signal identifying a valid prescription is sent 
to either a health care provider or back to the pharmacy system. Conversely, 
when the information received from the pharmacy system does not 
correspond to the prescription information in the host system, a signal 
identifying an invalid prescription is sent. ([0053]). 
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B or sand 

9. Borsand is directed to a pharmaceutical information tracking 
system which can check of for unfavorable pharmaceutical interactions and 
allergic reactions, prevent misuse of a prescription, monitor the filling and 
re-filling of a prescription, as well as cancel a prescription after it has been 
issued by a provider, (Abstract). 

10. Borsand allows users to monitor pharmacists to prevent changes 
made to a medical prescription that would alter the filled prescription from 
the original prescription. Specifically, Borsand discloses that, "it would be 
desirable if a pharmacist could be prevented from filling a prescription at 
half strength but twice the volume and cost. It would also be desirable if a 
[sic] pharmacists could be prevented from filling redundant prescriptions 
from two or more providers," ([0005]). 

11. The pharmacist can modify the prescription after reviewing the 
prescription as it relates to pharmaceutical interactions, allergies, or other 
patient attributes that could affect the desirability of filling a particular 
prescr i p tion , ([0087]). 

12. The pharmacist enters an electronic representation of a filled 
prescription into the system once the pharmacist has evaluated the 
prescription in the context of any attributes or characteristics that could 
impact the desirability of a particular pharmaceutical. ([0084], [0085] and 
[0086]). 

13. Prescription information includes strength, quantity and the 
directions for taking the pharmaceutical ([00641). 
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Keresman 

14. Keresman is directed to a method of processing drug prescriptions 
over a network. Each user accesses the network using an account which 
may be authenticated using biometric techniques. ([0050]). 

PRINCIPLES OF LAW 

During examination of a patent application, pending claims are given 
their broadest reasonable construction consistent with the specification. In 
re Prater, 415 F.2d 1393, 1404 (CCPA 1969); In re Am. Acad. ofSci. Tech. 
dr., 367 F.3d 1359, 1364 (Fed. Cir. 2004). 

Limitations appearing in the specification but not recited in the claim 
are not read into the claim. E-Pass Techs., Inc. v, 3Com Corp., 343 F.3d 
1364, 1369 (Fed. Cir. 2003) (claims must be interpreted "in view of the 
specification" without importing limitations from the specification into the 
claims unnecessary ly). 

Although a patent applicant is entitled to be his or her own 
lexicographer of patent claim terms, in ex parte prosecution it must be within 
limits. In re Corr, 347 F.2d .578, 580 (CCPA 1965). The applicant must do 
so by placing such definitions in the specification with sufficient clarity to 
provide a person of ordinary skill in the art with clear and precise notice of 
the meaning that is to be construed, See also In re Paulsen, 30 F.3d 1475, 
1480 (Fed. Cir. 1994) (although an inventor is free to define the specific 
terms used to describe the invention, this must be done with reasonable 
clarity, deliberateness, and precision; where an inventor chooses to give 
terms uncommon meanings, the inventor must set out any uncommon 
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definition in some manner within the patent disclosure so as to give one of 
ordinary skill in the art notice of the change). 

"Section 103 forbids issuance of a patent when 'the differences 
between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said 
subject matter pertains/" KSR Int'l Co. v. Tele/lex Inc., 550 U.S. 398, 406 
(2007). The question of obviousness is resolved on the basis of underlying 
factual determinations including (1) the scope and content of the prior art, 
(2) any differences between the claimed subject matter and the prior art, (3) 
the level of skill in the art, and (4) where in evidence, so-called secondary 
considerations, Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966). See 
also KSR, 550 U.S. at 407 ("While the sequence of these questions might be 
reordered in any particular - case, the [Graham] factors continue to define the 
inquiry that controls.") 

In KSR, the Supreme Court held that "[t]he combination of familiar 
elements according to known methods is likely to be obvious when it does 
no more than yield predictable results." KSR, 550 U.S. at 407. The Court 
explained: 

When a work is available in one field of endeavor, design 
incentives and other market forces can prompt variations of it, 
either in the same field or a different one. If a person of 
ordinary skill can implement a predictable variation, § 103 
likely bars its patentability. For the same reason, if a technique 
has been used to improve one device, and a person of ordinary 
skill in the art would recognize that it would improve similar 
devices in the same way, using the technique is obvious unless 
its actual application is beyond his or her skill. 
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Id. at 417. 

The operative question in this "functional approach" is thus "whether 
the improvement is more than the predictable use of prior art elements 
according to their established functions." Id. In rejecting claims under 35 
U.S.C. § 103(a), the examiner bears the initial burden of establishing a prima 
facie case, of obviousness. In re Oetiker, 977 F.2d 1443, 1445 (Fed. Cir. 
1992). See also In re Piasecki, 745 F.2d 1468, 1472 (Fed. Cir. 1984). Only 
if this initial burden is met does the burden of coming forward with evidence 
or argument shift to the Appellants. In re Oetiker, 977 F,2d at 1445. See 
also In re Piasecki, 745 F.2d at 1472. Obviousness is then determined on 
the basis of the evidence as a whole and the relative persuasiveness of the 
arguments. See Oetiker, 977 F.2d at 1445; see also In re Piasecki, 745 F.2d 
at 1472. 

In making a rejection, however, an examiner may "take notice of facts 
beyond the record which, while not generally notorious, are capable of such 
instant and unquestionable demonstration as to defy dispute." In re Ahlert, 
424 F.2d 1088, 1091 (CCPA 1970) (citing In re Knapp -Monarch Co. ,296 
F.2d 230 (CCPA 1961)). 

ANALYSIS 

ISSUE 1 

Claims 1-6, 8-9 and 12-18 rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Denny and Borsand. 
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Independent claims 1 and 12 
Appellants argue with regard to claim 1, "[t]he Denny reference 
makes no disclosure concerning the step of analyzing the pharmacists' 
change to see if it is merely justifiable discretion or an unjustifiable mistake. 
(Br. 6). Similarly, with regard to claim 12. Appellants argue, "the Denny 
and Borsand references fail to disclose anything about analyzing the 
pharmacist's actions to determine if the change made by the pharmacist was 
either justified or not justified." (Br, 9). We are not persuaded by 
Appellants' arguments and find that Appellants' Specification provides no 
lexicographic definition for the terms "justifiable," "unjustifiable" or 
"discretion." We find the usual and customary meaning of justifiable to 
mean a valid decision, and unjustifiable to be an invalid decision, 
Additionally, we find the term discretion to mean acting on one's own. (FF 
1, 2, 3,4). 

Accordingly, since neither claims 1 nor 12 provide a clear boundary 
as to the scope of what justifiable, unjustifiable or discretion consists of, and 
the Specification provides no clear definition, we construe the limitations 
according to their broadest reasonable interpretation as either a valid or an 
invalid decision made by the pharmacist. (FF 1, 2, 3, 4). Further, although 
claims 1 and 12 are of similar scope, claim 12 differs in that it assumes the 
pharmacist uses discretion. However, since we believe the claims to be of 
commensurate scope notwithstanding their wording, and Appellants have 
presented the same arguments for both independent claims, we will address 
the claims and their arguments together, 
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We find that Denny discloses a system which determines whether or 
not the data received from a pharmacist are valid based upon querying the 
prescription database. After this determination, a signal is sent identifying 
whether or not the information received from the pharmacy system 
corresponds to prescription information maintained in the host system. 
(FF 8). In other words, we find that Denny analyzes the prescription filled 
by the pharmacist to determine whether the prescription filled is valid or 
invalid based upon the prescribed prescription. (FF 8). Thus, based upon 
the lack of specific lexicographic definitions in Appellants' Specification for 
the terms justifiable, unjustifiable and discretion, we find the combination of 
Denny and Borsand makes claims 1 and 12 obvious. Therefore, Appellants' 
argument is not persuasive as to error in the. rejection. 

Additionally, Appellants argue that Denny makes no disclosure of 
entering any form of information regarding how a pharmacist may have 
changed the prescription. (Br. 6). We do not find this argument persuasive 
and find that Denny allows a pharmacist to enter a confirmation code 
indicative of a prescription being filled into the system. (FF 7). This 
confirmation code, indicative of a filled prescription, is received by the host 
system and then compared against the prescription information maintained at 
the host to determine whether the prescription filled matches the original 
prescription prescribed. (FF 7, 8). Thus, contrary to Appellants 5 assertion 
that, " L r DennyJ makes absolutely no disclosure concerning entering 
information about how a prescription was actually altered and filled by a 
pharmacist into a database" (Br. 7), Denny does indeed enter into a database 
information about how a prescription was actually filled. (FF 6, 7, 8). 
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Therefore, since Denny enters information about how a prescription was 
filled, this prescription information would also include how a prescription 
was actually altered by the pharmacist if the pharmacist was required to do 
so. 

Even, assuming that Denny does not explicitly disclose entering any 
form of information regarding how a pharmacist may have changed the 
prescription, the rejection is based on the combination of Denny and 
Borsand. We find that Borsand teaches that a pharmacist can modify the 
prescribed prescription after reviewing the prescription as it relates to any 
pharmaceutical interactions, allergies, or other patient attributes that could 
affect the desirability of filling that prescription, (FF 11). Additionally, 
Borland discloses that a pharmacist enters an electronic representation of a 
filled prescription once the pharmacist has evaluated the prescription. 
(FF 12). A person of ordinary skill in the art would appreciate from a 
reading of Denny and Borsand, that in order to transmit a signal identifying 
whether a prescription filled is valid or invalid based upon whether or not 
the data received from the pharmacist match the original prescription 
prescribed in the host database (FF 8), the pharmacist must enter information 
regarding how a prescription filled may have been altered from the original 
prescription prescribed. Thus, a person of ordinary skill in the art would 
have known from Borsand that the information entered includes strength, 
quantity and any alterations or modifications made to the prescription by the 
pharmacist (FF 1.1, 12, 13), and applied this technique to Denny when 
entering any form of information regarding how a pharmacist may have 
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changed the prescription. (FF6, 7, 8). Therefore, Appellants' argument is 
not persuasive as to error in the rejection. 

Lastly, Appellants argue that Denny and Borsand make no 
disclosure concerning the creation of a warning if the changes made 
by a pharmacist were unjustified. We disagree with Appellants' 
arguments and find that Denny discloses that when the prescription 
information received from the pharmacist does not correspond to the 
prescribed prescription maintained in the host system a signal is 
generated. (FF 8). We interpret this signal, which indicates that the 
prescription information is invalid, to be equivalent to a warning as 
claimed by Appellants in claims 1 and 12. Accordingly, Appellants' 
argument is not persuasive as to error in the rejection. 

ISSUE 2 

Claims 10, 11, 19 and 20 rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Denny, Borsand and Keresman. 
Appellants' argue that Keresman, "does not disclose, or suggest 
any system where a pharmacist enters information regarding how the 
pharmacist altered a prescription." (Br. 10), We disagree with 
Appellants' argument and agree with Examiner's findings that the 
Keresman reference shows "the use of biometric identification of 
registered doctors, pharmacies, and other participants is well known in 
the prescription drug fulfillment art." (Ans. 16). Contrary to 
Appellants' argument, the Examiner has cited to the combination of 
Denny and Borsand to disclose a system where a pharmacist enters 



13 



Appeal 2009-004309 
Application 10/086,253 

information regarding how the pharmacist altered a prescription. (FF 

6,7,8), 

The Examiner has provided an articulated reasoning with 
rational underpinning for why a person with ordinary skill in the ait 
would modify the combination of Denny and Borsand, which 
discloses a system where a pharmacist enters information regarding 
how the pharmacist altered a prescription discussed supra, to use the 
biometric authentication features found in Keresman. (FF 14). Thus, 
a person with ordinary skill in the art would know from the biometric 
authentication taught in Keresman to apply this technique to the 
combination of Denny and Borsand since all the references relate to 
prescription fulfillment systems. (FF7, 9, 14), Therefore, Appellants' 
argument is not persuasive as to error in the rejection. 

Claims 2-6, 8-9, and 13-18 
Appellants do not separately argue claims 2-6, 8-9, and 13-18 
depending from claims 1 and 12 respectively, and so have not sustained their 
burden of showing that the Examiner erred in rejecting claims 2-6, 8-9, and 
13-18 under 35 U.S.C. § 103(a) as unpatentable over Denny and Borsand for 
the same reasons we found as to claims 1 and 12, supra. 

CONCLUSION OF LAW 
We conclude that Appellants have not shown that the Examiner erred 
in rejecting claims 1-6, 8-9, and 12-18 under 35 U.S.C. § 103(a) as being 
unpatentable over Denny in view of Borsand. Additionally, we conclude 
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that Appellants have not shown thai the Examiner erred in rejecting claims 
10-11 and 19-20 under 35 U.S.C. § 103(a) as being unpatentable over 
Denny, Borsand and Keresman. 

DECISION 

The decision of the Examiner to reject claims 1-6, 8-9, and 12-18 
under 35 U.S.C. § 103(a) as being unpatentable over Denny in view of 
Borsand and claims 10-1 1 and 19-20 under 35 U.S.C, § 103(a) as being 
unpatentable over Denny, Borsand and Keresman is AFFIRMED. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a)(l)(iv)(2007). 

AFFIRMED 

saw 
cc: 

Eric A. LaMork 

P.O. Box 434 

Yardley, PA 19067-8434 



15 




I 




Based on the hardcover edition of 
Webster's 1! New College Dictionary, Third Edition 

Words are included in this Dictionary on the basis of their 
usage. Words thai are known to have current trademark regis- 
trations are shown with an initial capital and are also identified 
as trademarks. No investigation has been, made of camrnon- 
bw trademark rights in any word, because'such investigation 
is impracticable. Tbe inclusion of any word in this Dictionary 
is not, however, an expression of the Publisher's opinion as to 
whether or not it is subject to proprietary rights, indeed, no 
definition in this Dictionary is to be regarded as affecting the 
validity of any trademark. 

Copyright © 2005 by Houghton Mifflin Company, 
Ail rights reserved. 

No pan of this work may be reproduced or transmitted in any 
form or by any means, electronic or mechanical, including pho- 
tocopying and recording, or by any information storage or re- 
trieval system without the prior written permission of 
Houghton Mifflin Company unless such copying is expressly 
permitted by federal copyright iasv. Address inquiries to Refer- 
ence Permissions, Houghton Mifflin Company, 222 Berkeley 
Street, Boston, MA 02 i I 6, 

Visit our website: www.houghcorunifflinbooks.corn 

5SBN-1 3:978-0-6 13-55205-4 
SSBN-10: 0-618-55205-7 . 

Manufactured in the United States of America 



Conitentts 



Abbreviations Used in This Dictionary 



Key to Pronunciation vi 

DICTIONARY 1 

Abbreviations 823 

Biographical Names 832 

Geographical Names 857 

Tables 

Bible 71 

Currency 180-181 

Measurement 442-443 



| 



Text design by Joyce C. Weston 
QWB iO 9 8 7 6 5 4 3 1. i 



